Response to Office Action of June 22, 2006 
AppHcation No. 10/679,852 
DG Docket No. 065477-0001 

REMARKS 

Status of Claims 

Claims 1-6 are pending. 

Introduction 

As the supply of fossil fuels are depleted, the urgency for alternative fuels and conservation increases. 
However, even with conservation measures, such as using diesel engines which are more fuel-efficient than 
gas engines, other factors come into play, such as air pollutants. 

The present invention addresses both concerns by providing novel methods and compositions aimed 
at producing an alternative fuel, "light oU," that is made from vegetable oil and has the attribute of producing 
less pollutants than traditional fossil fuels. 

Rejections under 35 U.S.C. §1 02(e) 

The Office has rejected claim 1 under 35 U.S.C. §1 02(e) as anticipated by (Fujita, 2005). Applicants 
respectfully traverse the rejection. 

Applicants submit that the product obtained by Fujita is structurally different than that produced by 
the methods of the present invention. 

While the invention defined in a product-by-process claim is the product, not the process (MPEP 
2113), product-by-process claims are limited only to the structure implied by the steps as defined in the claim 
(MPEP 2113). 

The Office has simply asserted that Fujita discloses "the claimed fuel formed from vegetable oil" but 
does not point out how the fuels are the same. In fact. Applicants submit that the fuels are structurally 
different. Because the structures are implied by the steps taken to arrive at the product, a comparison of 
Fujita with the present invention discloses that no such exact same structures can be implied. Fujita discloses 
a fuel wherein a vegetable oil is produced in the following order: 

(1) pre-filtered; 

(2) treated with o2one, a reducing agent, and polymerization inhibitor, thereby cracking the 
"higher-boiling-point" oil {e.g., the longer chain hydrocarbons); 

(3) filtered again to remove solids, including the spent reducing agent and polymerization 
inhibitor; 

(4) treated again as in step (2); 

(5) subjected to (2) a third time; and 

(6) adding anti-freezing agent, such that the fuel can be used even in winter. 
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In stark contrast, the present invention comprises very different steps that result in different 
structures. Furthermore, the addition of anti-freeze for use as a diesel fuel is not proscribed, indicating again 
that the structure of the fuel as disclosed by Fujita and the present invention are different. In the present 
invention, a vegetable oil having at least one unsaturated fatty acid is: 

(1) subjected to a transesterification step, wherein an alcohol (such as methanol) is reacted with 
the triglyceride to exchange an alkoxy group, producing unsaturated fatty add methyl (or ethyl, etc., depending 
on the alcohol used) ester and glycerol — thus, triglyceride structures are destroyed, and unsaturated fatty add 
methyl ester is liberated; 

(2) the unsaturated fatty add methyl ester is then treated with ozone to produce a combustible 
ozonide; and 

(3) the ozonide is reduced finally cracking the unsaturated fatty add methyl esters, creating 
acetal or alkene. 

The resulting fuel can be used without having to be mixed with light oil or kerosene because of is low 
viscosity. Therefore, the structures of the fuel produced according to Fujita and the present invention are 
different. Since Fujita does not disclose each and every element of die daimed invention, it cannot anticipate 
the present invention. Thereupon, Applicants respectfully request withdrawal of the rejection of daim 1 
under 35 U.S.C. §102. 

Rejections under 35 U.S.C. $103 

The Office has rejected claims !-(> under 35 L .S.C §103(a) as being obvious over (Fujita, 2005) in 
view of (Pintauro, 2001). Applicants respectfuU) tra\ ersc the rejection. 

Fujita teaches away from using a transesterification step, and Pintauro does not teach reduction of 
ozonides with the objective of cracking unsaturated fatty acid methyl esters. Not only is there no motivation 
to modify one reference with the other to arrive at the present invention, these references cannot be 
combined at all to arrive at the present invention because each and every limitation of the daims is not 
taught. 

"To establish a prima facie case of obviousness, three basic criteria must be met. First, there must be 
some su^estion or motivation, either in the references themsdves or [by] . . . .one of ordinary skill in the art, 
to modify the reference or to combine reference teachings. Second, there must be a reasonable expectation 
of success. Finally, the prior art references (or references when combined) must teach or suggest all the daim 
limitations" (MPEP 706.020). This final point should not be based on the application's disdosure (MPEP 
706.02®). 
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The Office has dted Fujita as disclosing the claimed methods of the present invention and points to 
the Abstract and pages 1 and 2. On this point, the Office is mistaken. Fujita teaches away from using a 
transesterification step, most importandy because the produced fuels tend to discharge combusted gasses, 
such as formaldehyde, acrolein and benzene, all of which cause problems on pistons, etc., in engines. Fujita 
also notes that transesterification has other consequential problems, including: (1) high production costs; (2) 
high plant construction due to safety concerns; and (3) job safety issues from using short-chain alcohols. See 
paragraph [0006] (Fujita, 2005). One of skill in the art would have no motivation whatsoever to use the 
teachings of Fujita in developing a method of making a fuel that includes a transesterification step. 

The Office has further cited Pintauro for a reduction step that uses a copper electrode. Pintauro 
teaches hydrogenation of oils — that is, treating oils to become oxidatively stable or change the oil's physical 
properties from liquid to a semi-solid or solid. Pintauro does not teach using copper electrodes to reduce 
ozonides, such as the present invention does. The application of the copper electrolysis of the present 
invention is to complete the cracking of the unsaturated fatty acid methyl esters. No cracking is taught or 
suggested by Pintauro. 

Neither reference teaches the claimed step of reducing o/onidcs with the objective of cracking a fatty 
acid methyl ester using copper electrolysis. Fujita teaches awa\ frc^ni using the claimed step of 
transesterification. Therefore, each and cver\r limitation of the rejected claims is not taught by the references, 
singly or in combination, f'urtlicrinorc, one of skill in the art wtxild have no motivation to combine the 
references or modify one in light of die odier because Pintauro iails to teach reduction of ozonides to crack 
fatty add methyl esters at all. Therefore, Applicants respectfully request that the rejection of daims 1-6 as 
being obvious under 35 U.S.C. §103 (a) be withdrawn. 

CITED REFERENCES 

Fujita, H. 2005. METHOD, APPARATUS AND PLANT FOR MANUFACTURING ENGINE 
FUEL, US. 

Pintauro, P. 2001. SYNTHESIS OF A LOW TRANS-CONTENT EDIBLE OIL, NON-EDIBLE 
OIL, OR FATTY ACID IN A SOLID POLYMER ELECTROLYTE REACTOR, US. 
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CONCLUSION AND REQUEST FOR RECONSIDERATION 



Reconsideration and \\itlidraw;U of all claim rejections are respectfully requested. Applicants believe 
that the present application is in condition for allowance. 

Should the Examiner have any questions or would like to discuss any matters in connection with the 
present application, the Examiner is invited to contact the undersigned at (312) 627-2126 or 
gzinkl@dykema.com. 



— Respectfully submitted, 

DyKEMAGoSSETT pllc 



1 0 South Wacker Drive, Suite 2300 s/Hregnry M. 7.inkl 

Chicago, Illinois 60606 
(312) 876-1700 (general) 
(312) 627-2302 (facsimile)) 
ipfniiii.(S;dy]«eniti,co!v> (electronic mail) 



Gregory M. Zinkl, Ph.D. 
Reg. No. 48,492 
Attorney for Applicant 
Date December 22, 2006 

Direct telephone calls to: (312) 627-2126 
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